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Before Sims, Seehernman and Wendel, Admi nistrative

Trademar k Judges.

Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Genescreen, Inc. has appeal ed the final refusal of the
Trademar k Exam ning Attorney to register SOFTOUCH f or
“l aboratory sanple collection systemfor DNA anal ysis
conpri sing sponge-ti pped swab, plastic tube and cap, sanple
box and sanpl e shipping envel ope” in Class 9, and

“collecting, analyzing and | aboratory testing of cel
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sanpl es for DNA analysis” in O ass 42.EI Regi strati on has
been refused pursuant to Section 2(d) of the Trademark Act,
15 U. S.C. 1052(d), on the ground that applicant’s nmark so
resenbl es the mark SOFT TOUCH, previously registered for

“l ancet device for extracting blood for bl ood test,”EI t hat
when used in connection with applicant’s identified goods
and services, it is likely to cause confusion or nm stake or
to decei ve.

Applicant and the Exam ning Attorney have filed
briefs. An oral hearing was not requested.

W affirmthe refusal of registration with respect to
bot h cl asses.

Qur determ nation is based on an analysis of all of
the probative facts in evidence that are relevant to the
factors set forth in Inre E I. du Pont de Nemours & Co.
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any likelihood
of confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between
t he goods. Federated Foods, Inc. v. Fort Howard Paper Co.,

544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

1 Application Serial No. 75/600,523, filed Decenber 1, 1998, and
asserting first use and first use in conmerce in My 1996.

2 Regi stration No. 2,099, 102, issued Septenber 23, 1997 to
Boehri nger Mannhei m Cor porati on, assigned to Roche D agnostics
Cor por ati on.
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Turning first to the marks, they are virtually
identical. They are identical in pronunciation and
connotation, with both marks suggesting that the respective
products are gentle and not painful to the party from whom
the bl ood or buccal cells are being obtained. The marks
are also extrenely simlar in appearance. Both are for the
words SOFT TOUCH. The only difference is that in
applicant’s mark the words are tel escoped i nto SOFTOUCH.
However, the inpression of this mark as being the words
SOFT TOUCH i s not changed by this tel escoping. Applicant
has applied for its mark as a typed draw ng, which neans
that its protection would not be limted to a particular
type style. Further, we note that as actually used,
applicant depicts its mark as “Sof Touch”, thus enphasi zing
the fact that it is made up of the two words.

This brings us to a consideration of the registrant’s
goods and applicant’s goods and services. As the Exam ning
Attorney has pointed out, it is not necessary that the
goods and/or services of the parties be simlar or
conpetitive, or even that they nove in the sane channel s of
trade to support a holding of |ikelihood of confusion. It
is sufficient that the respective goods and/ or services or
the parties are related in some manner, and/or that the

conditions and activities surrounding the marketing of the
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goods and/or services are such that they would or could be
encountered by the sanme persons under circunstances that
coul d, because of the simlarity of the marks, give rise to
the m staken belief that they originate fromthe sane
producer. In re International Tel ephone & Tel egraph Corp.,
197 USPQ 910 (TTAB 1978).

In this case, applicant’s | aboratory sanple collection
systemfor DNA analysis is clearly related to the
registrant’s | ancet device for extracting blood for blood
tests. Although the products obtain the sanples in
di fferent manners, the question is not whether consuners
are able to tell the products apart, but whether they wll
assune that they emanate fromthe sanme source if sold under
confusingly simlar marks. In this case, both products
have the sane purpose, i.e., to obtain cell sanples,
applicant’s by neans of a sponge-tipped swab for buccal
cells within the cheek, and registrant’s by neans of a
| ancet to draw bl ood. Further, both products can be used
to obtain cell sanples for use in DNA analysis. In fact,
applicant’s own speci nens show that it “utilizes blood as
the preferred sanple for the DNA anal ysis procedures.”
Applicant also has conceded “that blood can be used for
genetic testing, ... and lancets are sonetines used to

extract bl ood, the goods and services are not totally
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unrelated.” Brief, p. 8 Applicant has al so acknow edged
that a | ancet nay be used to gather sanples for genetic
anal ysis. 1d.

Applicant asserts, however, that the registrant’s
| ancets are not in fact used to obtain sanples for DNA
anal ysis, and that the purposes for which the blood is
drawn is undefined. W agree that the registration does
not limt the uses for the blood sanples, but cannot accept
applicant’s position that this creates a neani ngful
difference. Because the identification is for “lancet

device for extracting blood for blood test,” we nust deem
the lancets to be used for blood tests for all purposes.
See In re El baum 211 USPQ 639 (TTAB 1981) (where there are
no limtations in the identification of goods in a cited
registration as to their nature, type, etc., it is presuned
that the scope of the registration enconpasses all goods of
the nature and type described). One purpose of bl ood

tests, as shown by applicant’s own statenments and

materials, as well as the NEXI S evi dence of record,EI is for

3 See, for exanple, “By measuring variations in DNA structure

from bl ood sanpl es,” Drug Discovery/ Technol ogy News, March 1999;
“A variety of sources can be used for the original DNA sanple,
including ... whole blood,” Medical Laboratory Cbserver
February 1, 1999; “be detected by screening a sanple of the DNA
fromblood cells or cells collected fromthe cheek walls of the
mout h” National Wnen's Health Report,” Cctober 31, 1996.
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DNA anal ysis, the sanme purpose for which applicant’s swab
sanpl e collection systemis used.

We also find that applicant’s services of “collecting,
anal yzing and | aboratory testing of cell sanples for DNA
analysis” are related to the registrant’s identified goods.
Because | ancets are used to collect blood sanples, they are
an integral conponent of the cell sanple collecting
process. Applicant’s own evidence shows that it offers
both its identified services and materials for obtaining
bl ood sanpl es, including needles. Moreover, the Exam ning
Attorney has made of record third-party registrati ons which
suggest that blood collection kits and nedical testing
services may be offered by an entity under a single mark.EI

Applicant also attenpts to distinguish the channels of
trade and cl asses of consuners for its goods and services
and the goods of the registrant by asserting that its
services are used for |egal purposes such as paternity
determ nations and forensic testing in crimnal matters,
that its products are sold in conjunction with its
services, and that its custoners are, inter alia, social

servi ces agencies and | aw enforcenment organi zations. |t

4 See, for exanple, Registration No. 2,283,546 for, inter alia,

kits consisting primarily of needles, tubes, and bags, for use in
bl ood col l ection and, clinical nedical |aboratory services in
connection with drug testing of insurance applicants, and nedi cal
testing of enployees at their work sites.
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further asserts that registrant sells its products to
“sophi sticated nedi cal purchasers charged with acquiring
medi cal supplies in bulk and specialized nmedi cal equi prment
for doctor’s offices, hospitals or research |aboratories.”
Brief, p. 9.

The primary problemw th applicant’s argunent is that
it seeks to inmpose limtations on both its own and the
registrant’s identifications that are sinply not there.
Applicant’s goods and services are not |limted to social
servi ce agencies and | aw enforcenent organi zati ons, and
there is nothing in the identification that would restrict
it to such channels of trade or custoners. Certainly DNA
anal ysis can be used in situations other than determ ning
paternity or identifying crimnals. Nor, again, is the
registrant’s identification restricted to the doctor’s
of fices, hospitals and research | aboratories clainmed by
applicant to be registrant’s custoners, nor does the
i dentification exclude use of the |ancet for obtaining
bl ood sanpl es for DNA anal ysis.

As noted above, it is well established that, in the
absence of any restrictions in the identifications of goods
and services, it nmust be presuned that the goods and/or
services are sold in all channels of trade which are

appropriate for those goods and services, and to all
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appropriate custonmers. See In re Davis-C eaver Produce
Conpany, 197 USPQ 248 (TTAB 1977); In re El baum supra.
See al so, Canadi an Inperial Bank of Comrerce v. Wells Fargo
Bank, N. A, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. G r. 1987)
(the question of likelihood of confusion nust be determ ned
based on an analysis of the nmark as applied to the goods
and/or services recited in applicant’s application vis-a-
vis the goods and/or services recited in an opposer’s
regi stration, rather than what the evidence shows the goods
and/ or service to be).

Applicant also argues, at pages 9 and 10 of its brief,
that the purchasers of its goods and services and the
regi strant’s goods are sophisticated purchasers who are
di scerning and careful. Inexplicably, however, in the
foll ow ng paragraph applicant asserts that applicant’s
custoners “typically do not know, much |ess care, which
nmedi cal products are used” to answer questions of
paternity, and “it is extrenely doubtful that the source of
such nedi cal products would be of any interest to them”
Brief, p. 10. Applicant also states, at page 7 of its
brief, that “a lancet is a lowtech, lowcost item” Even
if we accept applicant’s initial statenent that the
purchasers of its goods and services and of registrant’s

are sophisticated and careful, the marks invol ved are so
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nearly identical that even careful purchasers are likely to
confuse them And given the evidence that | ancets and
sponge-ti pped swabs may both be used for DNA anal ysis, and
t hat conpani es whi ch provide collecting and | aboratory
testing of cell sanples also provide equipnment for
obtaining the cell sanples, including needles for draw ng
bl ood, even sophisticated purchasers would be likely to
assune a connection between applicant’s products and
services and registrant’s products if they were sold under
the virtually identical marks SOFTOUCH and SOFT TCUCH.EI
Qur decision that confusion is likely is not based on
a finding that the registrant’s mark is fanmous; indeed, we
have no information regarding registrant’s sal es and
advertising fromwhich we could draw such a concl usi on.

However, we can say that there is no evidence in this

° W note, in this connection, that applicant has submitted

evi dence fromregistrant’s website which shows that registrant
sells a wde variety of nedical products, including products used
for analysis such as reagents and devices for the isolation and
purification of DNA. Applicant recognizes that registrant sells
a wide variety of nedical products, as indicated at page 7 of its
brief (nolecul ar biochenicals used for such activities as protein
anal ysis, cell isolation, and pathol ogy; |aboratory systens, such
as sanpl e anal yzers, heterogeneous ammunoassay anal yzers, and
assays covering oncol ogy, retrovirus, hepatitis, TORCH, thyroid,
fertility, and H pylori tests; and patient care products, such
as bl ood glucose nonitoring system reflectance photoneters, and
visual test strips). Sophisticated professionals, know ng the
very breadth of medical products offered by registrant, would be
even nore likely to assune that the sponge-tipped swab coll ection
system and the collecting and analysis and testing of DNA would
be products and services likely to be offered by registrant.
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record that any third parties are using SOFT TOQUCH, or any
variation of that mark, which would |ead us to conclude
that the mark is entitled to only a limted scope of
protection.

Finally, we address applicant’s point that there is no
evi dence as to any actual confusion. Aside from pointing
out the obvious, which is that the statute speaks of

l'i keli hood of confusion, applicant’s mark has been used for

arelatively limted tine, since May 1996. The fact that
appl i cant had not encountered any instances of confusion as
of July 2000, when applicant submtted the declaration of
its Director of Sales and Marketing, or as of Novenber
2000, when its brief was filed, cannot be considered a
significant period of tinme. Further, we have no
information fromapplicant, including fromthe declaration
of its Director of Sales and Marketing, as to its sales, or
t he amount of noney spent on advertising. As such, we
cannot conclude fromthe |ack of actual confusion that
there has been an opportunity for confusion to occur. This
is especially true because applicant, although its
identification is not so restricted, has limted its sales
and advertising to | aw enforcenent and governnent agenci es,
to be used for specific purposes. Therefore, although this

duPont factor minimally favors applicant, the other duPont
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factors, and in particular the simlarity of the marks and
t he goods/services, strongly favor a finding of |ikelihood
of confusi on.

Decision: The refusal of registration is affirned.
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